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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



1 . Claims 1-3. 5, 6. 8-12. 26, 27 and 32-36 rejected under 35 U.S.C. 102(b) as 
being anticipated by White et al. US Patent No. 6,069,890 

1 .1 Regarding claim 1 , White discloses an Internet telephone service in figure 8. 
White teaches: 

receiving a request to connect a call from a caller at telephone 100 (originating 
subscriber entity) to a caller party's mail box (destination subscriber entity), including a 
prefix *84 (management code) followed by a destination directory number (first type) of 
the telephone 118 (caller party) (column 16, lines 10-22); 

converting the destination directory number into an internet address (second 
type) in response to the prefix *84 (column 16, lines 53-61); 



states. 



Application/Control Number: 10/014,380 Page 3 

Art Unit: 2645 

receiving a message from the caller and voice mail system 574, and sending the 
message to the called party' mailbox (column 16, lines 23-61 ). 

1 .2 Regarding claim 2, White teaches that LEC 1 02 and gateway 1 04 have computer 
programs (software of applications) to perform the task of claim 1 above (column 16, 
lines 23-61). 

1 .3 Regarding claim 3, White further teaches that the voice message can be send to 
a voice capable computer 127, or the voice message can be converted to text and sent 
to the called party as an e-mail message (column 10, lines 53-65; column 1 1 , lines 29- 
55). 

1 .4 Regarding daim 5, White teaches that the destination directory number maybe 
coded (appended) into the destination directory number dialed (column 16, lines 10-13; 
column 8, lines 30-32). 

1 .5 Regarding claim 6, White further teaches that the caller may enter an Internet 
domain name (IP address) (column 6, lines 57-63; column 10, lines 21-27, 53-65), and it 
is Inherent that the designation LEC 1 14 is capable for connecting to a wireless network 
for providing service to a mobile telephone. 
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1 .6 Regarding claim 8. White teaciies that LEC 514 receives a call request from the 
caller (column 16, lines 3-8, 28-52). 

1 .7 Regarding claim 9, White teaches that a switching system (SSP 514) has a 
controller for routing the caller to voice mail system 174 (voice command platform) for 

prompting the caller to leave a voice message (column 16, lines 3-8). 

1 .8 Regarding claim 1 0, White teaches that the voice mail prompted the caller to 
leave a voice message (column 16, lines 14-17, 23-24). 

1 .9 Regarding claims 1 1 and 12, White teaches a database 1 12 for converting a 
telephone number into an Internet address (column 7, lines 65-67; column 16, lines 53- 
61), and the database 112 maybe located in an ISCP (service control point) or an 
Intelligent Peripheral (column 8, lines 7-9). 

1 .10 Regarding claim 26, White discloses an Internet telephone service in figure 2, 
comprising: 

a SSP (CO 50) (network entity) receiving a call request from a caller at telephone 
56 (column 17, lines 3-8), the request including a destination directory number (first 
type) of called telephone 58 and a prefix *82 (management code) (column 5, lines 52- 

63); 
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responsive to the prefix, SSP sending an inquiry message to an ISCP (second 
network entity) for routing instruction (column 5, lines 64-67; column 6, lines 1-12); 

the ISCP, including a database 112 (column 8, lines 6-8), converting the 
destination directory number into an IP address (second type) associated with the 
destination directory number (column 6, lines 57-63) and instructing the SSP to rout the 
call through Internet (column 6, lines 13-56), and providing the IP address to the 
Internet module 72 (a second network entity). 

1 .1 1 Regarding claim 27, White further teaches that the caller may enter an Internet 
domain name (IP address) (column 6, lines 57-63; column 10, lines 21-27, 53-65), and it 
is inherent that the designation LEC 1 14 is capable for connecting to a wireless network 
for providing service to a mobile telephone. 

1 .12 Regarding claim 32, White discloses an Internet telephone service in figure 8, 
comprising: 

a switching system 514, a LEC 102 and a Gateway 104 and a voice mail system 
574 (together as a network entity) for providing a message to a called party at telephone 
568 in a communication system 120, the voice mail system 574 received a call from a 
caller at telephone 562 (subscriber entity), with a prefix *84 and destination directory 
number (first type) (column 16, lines 3-13); 

prompting the caller to leave a voice message (column 16,lines 14-17, 23-24); 

and 



Application/Control Number: 10/014.380 Page 6 

Art Unit: 2645 

determining the an Internet address (second type) using ttie destination directory 
number based on the prefix (column 6m, lines 67-63; column 8, lines 57-65; column 16, 
lines 53-61). 

1.13 Regarding daim 33, the voice mall system 574 is a voice command platform, 
because in voice messaging systems, voice menus are used to guide users to navigate 
-the voice messaging systems. 

1 .14 Regarding claim 34, White teaches receiving routing instructions from an ISCP 
(second network entity) (column 16,lines 28-61). 

1 .15 Regarding claim 35, the ISCP is a service controller (service control point). 

1 .16 Regarding daim 36, White teaches the network entity determines the second 
type of identifier using the prefix as in figure 4 (column 8, lines 35-56). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in sectfon 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 4, 7 and 13-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over White et al. US Patent No. 6,069.890 in view of Goldberg et al. US 
Patent No. 6,304,636. 

2.1 Regarding claims 4 and 7, White teaches converting a voice message into text 
form, such as an e-mail message (column 1 1 , lines 42-55), but fails to teach that the 
conversion is performed by the voice mail system 574 (voice command entity). 

However, Goldberg discloses a method for fonwarding voice messages to called 
party using e-mail in figures 1 and 2. Goldberg teaches receiving a voice message at a 
voice messaging system (column 2, lines 49-52; column 3, lines 1 1-13), converting the 
voice message into text and send to the called party as an e-mail message (column 2, 
lines 14-17; column 3, lines 14-21, 25-27). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the White's reference with the teaching of 
Goldberg, so that voice-to-text (e-mail) conversing would have been performed at the 
voice mail system 574 and sent to the called party's e-mail address, because such a 
modification would have clarified the teaching of White and would have enhanced 
White's system as a multimedia system. 

2.2 Regarding claim 1 3, White discloses an Internet telephone service in figure 8. 
White teaches: 
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receiving a request to connect a call from a caller at telephone 100 (originating 
subscriber entity) to a caller party's mail box (destination subscriber entity), including a 
prefix *84 (management code) followed by a destination directory number (first type) of 
the telephone 118 (caller party) (column 16, lines 10-22); 

converting the destination directory number into an internet address (second 
type) in response to the prefix *84 (column 16, lines 53-61 ); 

receiving a message from the caller and voice mail system 574, and sending the 
message to the called party' mailbox (column 16, lines 23-61). 

White further teaches that the voice message can be send to a voice capable 
computer 127, or the voice message can be converted to text and sent to the called 
party as an e-mail message (column 10, lines 53-65; column 1 1 , lines 29-55). White 
fails to explicitly teach converting the destination directory number into an e-mail 
address and converting the voice message into an e-mail message. 

However, Goldberg discloses a method for fonwarding voice messages to called 
party using e-mail In figures 1 and 2. Goldberg teaches receiving a voice message at a 
voice messaging system (column 2, lines 49-52; column 3, lines 11-13), sending the 
voice message as an e-mail attachment, or converting the voice message into text and 
send to the called party as an e-mail message (column 2, lines 14-17; column 3, lines 
14-27). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the White's reference with the teaching of 
Goldberg, so that voice-to-text (e-mail) conversion would have been performed at the 
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voice mail system 574 and sent to the called party's e-mail address, because such a 
modification would have clarified the teaching of White and would have enhanced 
White's system as a multimedia system. 

2.3 Regarding claim 14, the White's reference, modified by Goldberg, teaches that 
LEC 102, gateway 104 and voice mail system 574 have computer programs (software 
of applications) to perform the task of claim 13 above (column 16, lines 23-61). 

2.4 Regarding claim 1 5, White further teaches that the caller may enter an Internet 
domain name (IP address) (column 6, lines 57-63; column 10, lines 21-27, 53-65), and it 
is inherent that the designation LEC 1 14 is capable for connecting to a wireless network 
for providing service to a mobile telephone. 

2.5 Regarding claim 1 6, White further teaches: 

sending an inquiry message to an ISCP (service control point) for routing 
instruction (column 16, lines 28-33); 

the ISCP, including a database 112 (column 8, lines 6-8), converting the 
destination directory number into an Internet address and instructing the LEC 102 to 
rout the call through Gateway 104 and Internet 106 (network entity) (column 16, lines 
33-61); and 

prompting the caller to leave a message (by voice mail system 574) as discussed 
in daim 13. 
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2.6 Regarding claim 1 7, White teaches routing the call to a voice maW system (voice 
command platform) 576 (column 16, lines 53-61). 

2.7 Regarding daim 1 8, as discussed in claim 1 3 above, the modified voice mail 
system (voice command platform) 574 converts the destination directory number into en 
e-mail address. 

2.8 Regarding daim 1 9, it is inherent that the modified voice mail system 574 has a 
controller for converting the destination directory number into en e-mail address. 

2.9 Regarding claim 20, the modified White's system, teaches providing e-mail 
address to the voice mail system, receiving a voice message and sending the voice 
message as an e-mail attachment to the called party's e-mail address (see claim 13). 

2.10 Regarding daim 37, White further teaches that the voice message can be send 
to a voice capable computer 127, or the voice message can be converted to text and 
sent to the called party as an e-mail message (column 10, lines 53-65; column 11, lines 
29-55). White fails to explidtly teach converting the destination directory number into an 
e-mail address and converting the voice message into an e-mail message. 

However, Goldberg discloses a method for forwarding voice messages to called 
party using e-mail In figures 1 and 2. Goldberg teaches receiving a voice message at a 
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voice messaging system (column 2, lines 49-52; column 3, lines 11-13), sending the 
voice message as an e-mail attachment, or converting the voice message into text and 
send to the called party as an e-mail message (column 2, lines 14-17; column 3, lines 
14-27). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the White's reference with the teaching of 
Goldberg, so that voice-to-text (e-mail) conversion would have been performed at the 
voice mail system 574 and sent to the called party's e-mail address, because such a 
modification would have clarified the teaching of White and would have enhanced 
White's system as a multimedia system. 



3. Claims 21 , 22, 24 and 28-31 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over White et al. US 6,069,890 in view of O'Donovan US Patent No. 
6,396,908. 

3.1 Regarding claim 21 , White discloses an Internet telephone service in figure 2, 
comprising: 

a SSP (CO 50) (first network entity) receiving a call request from a caller at 
telephone 56 (first subscriber entity) (column 17, lines 3-8), the request including a 
destination directory number (first type) of called telephone 58 and a prefix *82 
(management code) (column 5, lines 52-63); 
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responsive to the call request, including the prefix, SSP sending an inquiry 
message to an ISCP (second network entity) for routing instruction (column 5, lines 64- 
67; column 6, lines 1-12); 

the ISCP, including a database 112 (column 8, lines 6-8), converting the 
destination directory number into an IP address (second type) associated with the 
destination directory number (column 6, lines 57-63) and instructing the SSP to rout the 
call through Internet (column 6, lines 13-56). 

White further teaches that the called telephone 58 is busy (column 6, lines 6-12), 
but fails to teach voice mail systems (third network entity) In the Intemet modules 72 
and 74 of figure 2 for receiving the IP address and prompting the caller to leave a voice 
message, and sending the voice message to the IP address in case the called 
telephone 58 is busy. 

However, O'Donovan discloses a similar system in figure 6. O'Donovan teaches 
that when a called telephone 72B is busy (column 9, lines 2-6), a calling party at 
telephone 72A is routed to voice mail system 76A (third network entity) (column 9, lines 
23-38) with the data (IP) address of called telephone 72B (column6, lines 29-38; column 
8, lines 6-17), and a voice message is recorded and sent to telephone 72B via Internet 
70 (column 9, lines 28-36). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the White's reference with the teaching of 
O'Donovan, so that voice mail systems would have been included, and the IP address 
would have been provided to the voice mail systems, enabling the voice mail systems to 
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prompt a caller to leave a voice message and send the voice message via Internet to 
the called party in case the called party was not available, because such a modification 
would have enhanced White's system with voice mail systems to better serve its 
subscribers (White teaches voice mail systems in other embodiments). 

3.2 Regarding claim 22, as discussed in claim 21 above, the first network entity 
comprises a SSP (switch), the second network entity comprises a network controller 
(service control point), and the third network entity comprises a voice mail system (voice 
command platform). 

3.3 Regarding claim 24, White further teaches that the caller may enter an Internet 
domain name (IP address) (column 6, lines 57-63; column 10, lines 21-27, 53-65). and it 
Is inherent that the designation LEG 1 14 is capable for connecting to a wireless network 
for providing service to a mobile telephone. 

3.4 Regarding claim 28, White teaches a service controller (ISCP), but fails to teach 
the Internet module 72 (second network entity) comprising a voice mail system (voice 
command platform. 

However, O'Donovan discloses a similar system in figure 6. O'Donovan teaches 
that when a called telephone 72B is busy (column 9, lines 2-6), a calling party at 
telephone 72A is routed to voice mail system 76A (third network entity) (column 9, lines 
23-38) with the data (IP) address of called telephone 72B (column6, lines 29-38; column 
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8, lines 6-17), and a voice message is recorded and sent to teleptione 72B via Internet 
70 (column 9, lines 28-36). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the White's reference with the teaching of 
O'Donovan, so that voice mail systems would have been included, and the IP address 
would have been provided to the voice mail systems, enabling the voice mail systems to 
prompt a caller to leave a voice message and send the voice message via Internet to 
the called party in case the called party was not available, because such a modification 
would have enhanced White's system with voice mail systems to better serve its 
subscribers (White teaches voice mail systems in other embodiments). 

3.5 Regarding claim 29, as discussed in claim 26, White's system comprises an 
ISCP, or service controller for receiving a call request message from SSP 50. 

3.6 Regarding claim 30, as discussed in claim 28 above, the White's reference, 
modified by O'Donovan, teaches a voice mail system and routing the call to the voice 
mail system in case the called party is not available. 

3.7 Regarding claim 31 (it should depends on claim 28, not 27, correction required), 
as discussed in claim 28 above, the White's reference, modified by O'Donovan, teaches 
a voice mall system for prompting the caller to leave a voice message and send the 
voice message to the called party using the Intemet address. 
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4. Claims 23-37 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
White et al. US 6,069,890 in view of O'Donovan US Patent No. 6,396,908 and further in 
view of Goldberg et al. US Patent No. 6,304,636. 

The White's reference, modified by O'Donovan, teaches forwarding a voice 
message to a called party via Internet. White further teaches that the voice message 
can be send to a voice capable computer 127, or the voice message can be converted 
to text and sent to the called party as an e-mail message (column 10, lines 53-65; 
column 1 1 , lines 29-55). White fails to explicitly teach converting the destination 
directory number into an e-mail address and converting the voice message into an e- 
maii message. 

However, Goldberg discloses a method for fonwarding voice messages to called 
party using e-mail in figures 1 and 2. Goldberg teaches receiving a voice nnessage at a 
voice messaging system (column 2, lines 49-52; column 3, lines 1 1-13), sending the 
voice message as an e-mail attachment, or converting the voice message into text and 
send to the called party as an e-mail message (column 2, lines 14-1 7; column 3, lines 
14-27). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the White's reference with the teaching of 
Goldberg, so that voice-to-text (e-mail) conversion would have been performed at the 
voice mail system 574 and sent to the called party's e-mail address, because such a 
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modification would tiave clarified the teaching of White and would have enhanced 
White's system as a multimedia system. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a) US 6,483,899 (AGRAHARAM et al) discloses a voice messaging system 
for converting a voice message into text and sending the text message as an e-mail 
message to a recipient. 

b) US 6, 1 85,204 (VOIT) discloses Internet phone to cellular phone. 

c) US 6,078.579 (WEINGARTEN) teaches making telephone calls over 
Internet, by dialing an e-mail address, an IP address, or a telephone number alone or in 
combination with an IP address. 

6. Any inquiry concerning this communication or eariier communication from the 
examiner should be directed to Simon Sing whose telephone number is (703) 305-3221 . 
The examiner can normally be reached on Monday - Friday from 8:30 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Fan Tsang, can be reached at (703) 305-4895. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4750. 
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